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DETAILED ACTION 

Claim Objections 

1. Claim 19 is objected to because of the following informalities: "switching piston" as best 
understood by the examiner should be — switching piston means 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 10-21, 23, 25, 27, and 29-30 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Koch et al. US 2002/0088225 Al. Koch teaches all the limitations as claimed for 
a device for pressure regulation of a hydraulic pump including: a delivery-quantity regulating 
means, a piston unit including first biasing means 150, as shown in figure 1 with element 100, a 
piston member 104, a first surface 110 on said piston member 104 to be biased by a first 
biasing force of said hydraulic medium in a first direction, via element 129 delivering a hydraulic 
fluid, a second surface 113 on said piston member 104 engaged, via element 112 by said first 
biasing means 150 to be biased by a second biasing force, via elements 170, 180, 184, and 
188, in a second direction, opposite to said first direction, second biasing means 170 to bias 
said piston member 104 in addition to said hydraulic medium and said first biasing means 150, 
thus influencing the pressure of said hydraulic medium; a hydraulic medium provide being 
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lubricating oil (H0030), and a hydraulic pump supplies lubricating oil to an internal combustion 
engine (1)0002); a first biasing means 150 comprising spring means; a second biasing means 
170 comprising magnetic coil means, elements 170A and 170B, and armature means 180 acting 
onto said piston member 104, via elements 184 in communication with element 188; a second 
biasing means 170 comprising motor means for adjusting said second biasing force of said first 
biasing means 150 (H0035); a stepping motor provided for a motor means (10035); a first path 
129 of hydraulic medium including means, oil pump as recited in the disclosure of Koch, to 
provide an elevated pressure of hydraulic medium, and a second path 128 of hydraulic medium 
including means, via a sump (not shown), to provide a lower pressure of said hydraulic medium 
as compared with said elevated pressure, and switch means 109 for opening at least one of 
said paths, elements 128 and 129; a second biasing means 170 comprise electric means, 
elements 170A and 170B, to be supplied with electric current, the device further comprising 
means, elements 260 and 298, capable of urging the switch means 120 to open said first path 
129 and to provide said elevated pressure (H0073); a biasing means comprising centrifugal 
valve means 122, drive means, as element 122 is rotated via connecting element 123, for 
rotating said centrifugal valve means 122 to exert a speed-dependent influence (110031) onto 
the pressure of said lubricating oil; a centrifugal valve means 122 comprise a first path 127 for 
lubricating oil to said first surface 110 of said piston member 104, at least one second path 147 
for allowing partial draining of said lubricating oil, switching piston means 120 movable in an at 
least partially radial direction for alternatively opening one of said first 127 and second 147 
paths, and third biasing means 190 for biasing said switching piston means 120 towards said 
first path 127 (H0037 and 0043); a third biasing means 190 comprising spring means, as shown 
in figure 1; a switching piston means 120 being positioned inclined to said radial direction, with 



Application/Control Number: 10/500,341 Page 4 

Art Unit: 3746 

elements 132 and 138 able to pivot via elements 134 and 140; a switching piston means 120 
comprising projection means, elements 132 and 138, extending in said at least partially radial 
direction, said projection means, elements 132 and 138, being engaged by said third biasing 
means 190, via elements 136 and 142 in communication with element 114 fl|0032); a second 
biasing means 170, being in communication with element 122 via elements 120, 131, 160, and 
comprising conveying means, via elements 126, 127, and 147 being put in communication with 
117 and 118 during an operation of invention shown in figure 1, for said hydraulic medium for 
conveying it into a certain direction, thus altering the pressure of said hydraulic medium; a 
piston member 104 comprising at least a third surface 112 to be biased by said hydraulic 
medium in said first direction, and switching means 120 for allowing hydraulic medium to pass 
to at least one of said first 110 and said at least third 112 surfaces; a housing means, element 
enclosing elements 104, 131, and 160 being separate however connected to element 102 
considered here to be a main housing, for receiving said hydraulic medium in at least one 
cavity, as defined by bore surround elements 122 and 104, said second biasing means 170 
comprising at least one electrical component 170A, which is mounted, within element 102 
separate from a main housing as discussed, outside said housing means, main housing, and at 
least one hydraulic conduit means, as element 188 being operatively connected to element 104 
within a cavity, for communication of said cavity, as defined by bore surround elements 122 and 
104, and said electrical component 170A; and a housing means, main housing as defined 
above, for receiving the piston member 104, the second biasing means 170 comprising at least 
one electrical component 170A attached, via element 102, to said housing means, main 
housing. 
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4. Claim 24 is rejected under 35 U.S.C. 102(b) as being anticipated by Barber 5,921,279. 
Barber teaches all the limitations as claimed for a device for pressure regulation of a hydraulic 
pump including: a delivery-quantity regulating means 10, a piston unit 16 including first biasing 
means 92, a piston member, elements 68, 84, and 90, a first surface 88 on said piston member, 
elements 68, 84, and 90, to be biased by a first biasing force, via element 74 delivering a 
hydraulic fluid, of said hydraulic medium in a first direction, a second surface, section of 
element 84 in communication with element 86, on said piston member 16 engaged by said first 
biasing means 92, via element 84, to be biased by a second biasing force, via element 58, in a 
second direction, opposite to said first direction, second biasing means 58 to bias said piston 
member 16 in addition to said hydraulic medium and said first biasing means 92, thus 
influencing the pressure of the hydraulic medium; and a second biasing means 58 comprising 
electro-valve means, with elements 60 and 62. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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7. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koch et al. US 
2002/0088225 Al. Koch discloses the claimed invention including the limitation of a drive 
means (U0032) comprising shaft means 123 and a pumping gear means 146A and a switching 
piston means, as element 122 is operably connected to element 120 and located within element 
146, but fails to teach a third biasing means being located within a pumping gear means. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to place a biasing means within a pumping gear in order to provide a more compact 
device for regulating a hydraulic pump pressure. It has been held that rearranging parts of an 
invention involves only routine skill in the art. In reJapikse, 86 USPQ 70. 

8. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koch et al. 
Koch discloses the claimed invention except that a conveying means comprising a rotating shaft 
means has uniform grooves, elements 126, 127 and 147, instead of helical grooves in the said 
shaft means. Khoo et al. 5,842,420 shows that rotating shaft 30 that conveys a fluid having 
helical grooves 68 was an equivalent structure known in the art. In order to rely on 
equivalence as a rationale supporting an obviousness-type rejection, the equivalency must be 
recognized in the prior art. In re Ruff, 256 F.2d 590, 118 USPQ 340 (CCPA 1958). Khoo 
represents evidence that rotating shafts conveying fluid having helical grooves within a shaft 
were art-recognized equivalent structures for a rotating shaft having uniform grooves. 
Therefore, because these two shaft configurations were art-recognized equivalents at the time 
the invention was made, one of ordinary skill in the art would have found it obvious to 
substitute uniform grooves for helical grooves. An express suggestion to substitute one 
equivalent component or process for another is not necessary to render such substitution 
obvious. In re Fout, 675 F.2d 297, 213 USPQ 532 (CCPA 1982). 
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9. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koch in view of 
Snoy 4,275,607. Koch teaches all the limitations as discussed but fails to teach the following 
limitation that is taught by Snoy for a device for pressure regulation of a hydraulic pump 80 
comprising a filter 82 means arranged in series with a first surface of a piston member 85. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide a filter in a pressure regulating device in order to ensure a constant fluid flow 
through a hydraulic circuit (Snoy- col. 4 II. 3-8). 



10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure are cited on form 892 herewith. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Leonard J. Weinstein whose telephone number is 571-272-9961. The 
examiner can normally be reached on Monday - Thursday 7:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Stashick can be reached on 571-272-4561. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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